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Remarks 

Claims 1 to 5, 10 to 14 and 18 to 21 stand rejected under 35 U.S.C. §103(a) as allegedly 
being unpatentable in light of the teaching of Seitz et al. (WO 96/17825). The Examiner argued inter 
alia: 

(a) "Seitz suggests a compound of formula I where Ar2 is a phenyl that is substituted with 2 
alkoxy groups, Al, A2 and A3 = H, m = 2, E is =CHR1 where the position 1 on the moiety 
bares [sic] alkyl (Me, Et, Pr), G = bond, and Z = halogen, alkyl (Me, Et, Pr) or alkoxy 
(0-Me, 0-Et, 0-Pr). The substitution on the heteroaryl can be halogen, alkyl, etc. This 
compound taught by Seitz is equivalent to compound of instant formula I in the instant 
claims;"^^ and 

(b) "The fact that Seitz teaches a number of substituents, including the substituents which would 
lead to the instant group of compounds, makes the instant group of compounds obvious."^) 

The Examiner's rejection is deemed to be based on error because the teaching of Seitz et al. fails 
to suggest the selection and combination of elements which is made by the Examiner in (a). As 
such, the respective argument is deemed to be based on hindsight vision afforded by applicants' 
invention. However, when applying 35 U.S.C. §103, it is inter alia necessary that references be 
viewed without the benefit of impermissible hindsight vision afforded by the claimed invention,^) 
i.e., in determining obviousness the decisionmaker has to return to the time at which the invention 
was made."*) 

At the least, the teaching of Seitz et al. is insufficient to suggest the combination which is 
necessary for the grouping -Ar^-G-Z of the prior art formula to resemble the optionally fused 5- 
or 6-merabered heteroaromatic ring which optionally carries up to three substituents selected from 
halogen, Ci-C4-alkyl, Ci-C4-haloalkoxy, Ci-C4-haloalkyl and Ci-C4-alkoxy which is repre- 
sented by "Het" in applicants' formula (1). 

A person having ordinary skill in the pertinent art who considered the teaching of Seitz et 
al. as a whole, would have been fully aware of the distinction which is made by the authors be- 
tween (a broad variety of) optional substituents of Ar^ and the mandatory moiety -G-Z which 
particularly represents radicals in which 

G is taken by bridging groups such as oxygen and sulfur, or certain optionally substituted dime- 



1) Final Office action page 2, lines 12 to 18. 

2) Final Office action page 3, lines 18 to 20. 

3) Hodosh V. Block Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 187 n.5 (Fed. Or. 1986). 

4) E.g. Uniroyal, Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 5 USPQ2d 1434 (Fed. Cir. 1988), cert, denied, 488 
U.S. 825 (1988); Gilette Co. v. S.C. Johnson & Son, Inc., 919 F.2d 720, 16 USPQ2d 1923 (Fed. Cir. 1990). 
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thylene (ethane-l,2-diyl) and ethene-l,2-diyl groups, or a group such as -CQ-Q-, 
-CH2-Q-; -Q-CH2-, -CQ-Q-CH2-, -Q-CQ-Q-CH2-, -N=N-, -S(0)n-CH2-, 
-C(R7)=N-0-, -C(R7)=N-0-CH2-, -N(R8)-CQ-, -Q-CQ-N(R8)-, -N=C(R7)-Q-CH2-, 
-CH2-0-N=C(R7)-, -N(R8)-CQ-Q-, -CQ-N(R8)-CQ-Q-, -N(R8)-C0-Q-CH2-, 
-Q-C(R7)=N-0- or -N(R8-c(R7)=N-0-CH2-, and 
Z in turn represents certain optionally substituted aromatic radicals. 

The respective combination of a certain bridge -G- and an aromatic radical -Z as a bridgehead 
which is suggested by the reference is not only illustrated in the particular, the preferred, and the 
illustrative embodiments. The respective combination is equally found in the art which Seitz et al. 
reflect at the outset of their disclosure, namely EP 398 692, EP 468 775, DE 40 30 038 (also pub- 
lished as EP 477 631), and WO 92/13830.^) In light of the background art cited by Seitz et al., as well 
as the particular, the preferred, and the illustrative embodiments set forth in the reference, it is 
immediately apparent to a person of ordinary skill in the fungicidal art that Seitz et al.'s teaching 
pertains to compounds which belong to the class of strobilurin fungicides, i.e. fungicidal com- 
pounds which comprise a phenyl ring (corresponding toAr' of Seitz et al.'s formula (1)), which Carries 
a certain moiety which corresponds to the group -G-Z of Seitz et aVs formula (1), and the respec- 
tive moiety is generally in ortho-position to a radical corresponding to -E- of Seitz et al.'s for- 
mula. 

This understanding is further supported by various background art references which are men- 
tioned by Seitz et al. in the section addressing the manufacture of their compounds (1). The com- 
pounds (1) are obtained according to Seitz et al. by reacting a carboxylic acid derivative with an 
amine, designated herein as (ii) and (iii), respectively:^) 

I 

c 

I 

(ii) 

(R = OH, halogen or afkoxy) 

The starting materials (ii) are stated to be known and/or obtainable in accordance with known 
procedures, and Seitz et al. specifically refer in this context to EP 178 826, EP 242 081, EP 382 
375, EP 493 711, EP 432 503 and DE 39 38 054.7) Again, the compounds referenced in these 
documents are built up similar to the compounds which are mentioned in the art referenced at the 
outset of Seitz et al.'s teaching and equally pertain to the field of strobilurin fungicides: the back- 





T 
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-c- 
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- Ar2 


1 

A1 


A3 





5) Copies of the cover pages of the respective background art of Seitz et al.'s teaching were enclosed with appli- 
cants' paper dated October 03, 2007. 

6) E.g. page 4, indicated lines 1 to 9, and page 24, indicated line 23 et seq., of WO 96/17825. 

7) Cf. page 24, indicated lines 31 to 33, of WO 96/17825. 
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ground art compounds comprise a phenyl ring (corresponding toAr^ ofSeitz et al.'s formula (1)), which 
carries a certain moiety which corresponds to the group -G-Z of Seitz et al.'s formula (1), and the 
respective grouping is generally indicated to be in ortho-position to a radical conesponding to -E- 
of Seitz et al.'s formula. 

A person having ordinary skill in the art to which the teaching of Seitz et al. pertains was, 
clearly, fully aware of the structural significance of the particular unit which corresponds to the 
group -G-Z of Seitz et al. Such a person was, therefore, directed by the reference to turn to a 
selection and combination of specifically those radicals mentioned in the definitions of -G- and 
Z of Seitz et al.'s formula which yield the requisite structural particularities, e.g., the combination 
of a bridging moiety (-G-) with an aromatic ring as the bridgehead (-Z), In light of the significance 
of the particular structural unit which is represented by -G-Z of Seitz et al.'s formula, a person 
of ordinary skill in the art would not have been motivated by the reference to make a selection and 
combination of radicals upon which the Examiner relies in his argument. 

The radicals which are allowed as substituents of the group "Het" of applicants' formula (I), 
namely halogen, Ci-C4-alkyl, Ci-C4-haloalkoxy, Ci-C4-haloalkyl and Ci-C4-alkoxy, clearly 
lack the structural particularities of the -G-Z ortho-substituent generally found in strobilurin fun- 
gicides. As such, the situation here is deemed to resemble the circumstances which were before 
the Federal Circuit in the decision in In re BairdF) where a prior art reference disclosed a generic 
formula encompassing the claimed composition. The Court found that the reference did not pro- 
vide the requisite motivation to select the claimed composition because the reference (a) disclosed 
a vast number of possibilities, and (b) gave as "preferred" and "optimum" examples which were 
different from, and more complex than, the claimed composition. In fact, the Court noted that the 
reference appeared to teach away from the selection of the claimed composition by focusing on 
the more complex examples. 

Seitz et al. disclose a vast number of possibilities, in particular regarding the groups repre- 
sented by -E-, -Ar^-, -G-, and -Z, which allow for distinctly different structures of the moiety 
-E-Ar^-G-Z of Seitz et al.'s formula. Additionally, the reference indicates preferred and particu- 
larly preferred examples of the moiety -E-Ar^-G-Z, all of which are different from, and structur- 
ally by far more complex than, the radicals which are allowed as substituents of the group "Het" 
of applicants' formula (I), namely halogen, Ci-C4-alkyl, Ci-C4-haloalkoxy, Ci-C4-haloalkyl 
and Ci-C4-alkoxy. The teaching of Seitz et al. can, in light of the Court's holding in In re Baird, 
not be deemed to render applicants' compounds (I) prima facie obvious. In fact, under the respec- 



8) In re Baird, 16 F.3d 380, 29 USPQ2d 1550 (Fed. Cir. 1994). 
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tive holding of the Court, the teaching of Seitz et al. can be deemed to teach away from the selec- 
tion of substituents such as halogen, Ci-C4-alkyl, Cx-C4-haloalkoxy, Ci-C4-haloalkyl and 
Ci-C4-alkoxy by focusing on the more complex examples. 

The Examiner's position in (b) is also not deemed to be well taken. The patentability of a 
claim to a specific compound or subgenus embraced by a prior art genus should be analyzed no 
differently than any other claim for purposes of 35 U.S.C. §103. "The section 103 requirement of 
unobviousness is no different in chemical cases than with respect to other categories of patentable 
inventions."^) A determination of patentability xmder 35 U.S.C. §103 should be made upon the 
facts of the particular case in view of the totality of the circumstances. "The fact that a claimed 
compound may be encompassed by a disclosed generic formula does not by itself render that com- 
pound obvious,"^^) and the Federal Circuit has "decline[d] to extract from Merck[& Co. v. Biocraft 
Laboratories Inc., 874 F.2d 804, 10 USPQld 1843 (Fed Cir. 1989)] the rule that ... regardless of 
how broad, a disclosure of a chemical genus renders obvious any species that happens to fall 
within if. "12) The motivation to make the proposed substitution, combination, or other modifica- 
tion of the prior art must flow from some teaching in the art that suggests the desirability or incen- 
tive to make the combination which is needed to arrive at the claimed invention, the strongest 
rationale for combining prior art elements in the manner needed being a recognition, expressly or 
impliedly in the prior art or drawn from a convincing line of reasoning based on established scien- 
tific principles or legal precedent, that some advantage or expected beneficial result would have 
been produced by their combination. 

The United States Supreme Court recently reiterated: "Under §103, the scope and content 
of the prior art are to be determined; differences between the prior art and the claims at issue are 



9) In re Papesch, 315 F.2d 381, 385, 137 USPQ 43, 47 (CCPA 1963). 

10) See, e.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 1901 (Fed. Cir. 1990) (in banc). 

11) In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). 

12) In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992); see also In re Deuel, 51 F.3d 1552, 
1559, 34 USPQ2d 1210, 1215 (Fed. Cir. 1995); In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 (Fed. 
Cir. 1993). 

13) a. In re Napier, 55 F.3d, 610, 613, 34 USPQ2d 1782, 1784 (Fed. Cir. 1995): "Obviousness cannot be estab- 
lished by combining the teachings of the prior art to produce the claimed invention, absent some teaching, 
suggestion or incentive supporting the combination."; In re Geiger, 815 F.2d 686, 688, 2 USPQ2d 1276, 1278 
(Fed. Cir. 1987); In re Laskowski, 871 F.2d 115, 117, 10 USPQ2d 1397, 1399 (Fed. Cir. 1989): "[t]he mere 
fact that the prior art could be so modified would not have made the modification obvious unless the prior 
art suggested the desirability of the modification", quoting In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 
1127 (Fed. Cir. 1984) 

14) In re Sernaker, 702 F.2d 989, 994-95, 217 USPQ 1, 5-6 (Fed. Cir. 1983). 
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to be ascertained; and the level of ordinary skill in the pertinent art resolved. Against this back- 
ground the obviousness or nonobviousness of the subject matter is determined. Such secondary 
considerations as commercial success, long felt but unsolved needs, failure of others, etc., might 
be utilized to give light to the circumstances surrounding the origin of the subject matter sought 
to be patented."^^) Noting that the analysis under 35 U.S.C. §103 "need not seek out precise teach- 
ings directed to the specific subject matter of the challenged claim, for a court can take account 
of the inferences and creative steps that a person of ordinary skill in the art would employ,"^^) the 
Court cautioned, however, that "rejections on obviousness grounds cannot be sustained by mere 
conclusory statements; instead, there must be some articulated reasoning with some rational un- 
derpinning to support the legal conclusion of obviousness "^'^ The Court also emphasized the need 
"to determine whether there was an apparent reason to combine known elements in the fashion 
claimed by the patent at issue "^^)lo establish a prima facie case of obviousness it is, therefore, 
essential that there be some motivation or suggestion to make the claimed invention in light of the 
prior art teachings.^^) "[A] proper analysis under §103 requires, inter alia, consideration of ... 
whether the prior art would have suggested to those of ordinary skill in the art that they should 
make the claimed composition or device, or carry out the claimed process.""^^) 

In light of the foregoing analysis, as well as the arguments presented by applicants in their 
previous papers,^!) the Examiner's arguments are not deemed to amoxmt to the articulated reason- 
ing with some rational tmderpinning which is necessary to support the legal conclusion of obvious- 
ness. 

Conclusion 

The Examiner's rejection is deemed to be based upon clear legal and factual deficiencies. 
Little, if any, interpretation of the claims or of prior art teachings is required to conclude that the re- 
jection should be withdrawn. Favorable action is respectfully requested. 



15) Graham v. John Deere, 383 U.S. 1, at 17 - 18, 148 USPQ 459 (1966). Cf. KSRInt'l v. Teleflex, Inc., 550 U.S. 
(2007), Slip op. at 2. 

16) KSRInt'l V. Teleflex Inc., 127 S.Q. 1727, , 82 USPQ2d 1385, 1397 (2007). 

17) KSR Int'l V. Teleflex, Inc., 127 S.Q. at , 82 USPQ2d at 1396 (quoting //i re Kahn, 441 F.3d 977, 988, 

78 USPQ2d 1329, 1336 (Fed. Cir. 2006)). 

18) KSR Int'l V. Teleflex, Inc., 550 U.S. (2007), Slip op. at 14. 

19) See, e.g., In re Brouwer, 11 F.Sd 422, 425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1996), In re Gordon, 733 F.2d 
900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)). 

20) In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991). 

21) Applicants' papers dated October 03, 2007, and dated April 09, 2007, which are herewith incorporated by 
reference. 
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